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REMARKS 

Claims 1-8 and 10-17 are pending in this implication and stand finally rejected. By liiis 
paper, no claims have been amended^ cancelled ox added. Favorable reconsideration is 
respectfully requested in light of the foregoing amendments and the following remarks, 

L Pisqualification of Prior Art 

Applicant acknowledges the rejection of claims 1-17 at page 2 of the Action under 35 
U.S,C. §103(a) over U.S. 2003/0141005 to Donatti et al. ("Donatti*') in view of U.S- 
2008/0135167 to Simmons et al. ("Simmons")* As will be explained in the foregoing remarks. 
Applicant hereby submits tbat Donatti should be disdualified as applicable prior art As such, 
flie rejection of claims 1-17 would not be supported and should be withdrawn. Claims 1-8 and 
10-17 would therefore be allowable over the applied ait of record. 

A. Rationale For Disqualifying Prior Ait 

As is known, when a claim is rejected under 35 U.S.C. § 103(a), the prior art lelied-upon 
by the Office may be disqualified if the prior art qualifies only und^ one or more of 35 U.S.C. 
§§102(e), (f) and (g). For convenience. Applicant reproduces the following fiom MJ.E.P. 
706.020)(1), 8"^ Ed.. 7* Rev. (July, 2008): 

706.02(I)(1) Rejections Under 35 U.S,C. 

103(a) Using Prior Art Under 
35 U^.C. i02(e)^ (f>, or (g); 
Prior Art Disqualification 
Undei- 35 U.SLC. 103(c) [R-61 

15 U,S,C, 103. Oondmcrts fbr patmtabiltty; nan-obvfous 
subject matter. 

(cXl) Si^bjea toaioer <leveloped by anotbuar person, wlikb 
qualifies aspdor art only under<ffie or nzoxe of szi^^ 
andC^ofsectioa 102 ofliuslifl^sfaanncytprocfaidepateiR^ 
uodertbbsectioa^^ieiefliie snfafectinB^ 

tiOBWGflfi, at ri^f - ^Tffi^. fhff rlafnwd tfrp pTrriivn wag tTtartff_ finanf ^ hy 

saciepeisQn. 
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C2) For purposes of ijiis subsedicm^ sUbject matter dcvd^ 
aped by anoflier pet^on and a dainied iiinreatxon ^bstH be deemed 
to ]i3\n bem onoed by flie saaneperaaa or 9Ubj^ 
of assignment 10 tte samepetson if — 

(A) tbe darniedinveittioii was made by csr on behalf tif 
parties to a joiiitieseaidi agromae^ 
die date tbe dsmediaswBSi^ 

Utt claimed iorcidiQEi vrss made as a sesnlt of 
actiyities imdeitaken %vitlilii tite scope of lEiie jmiit leseaodi agroe- 

(C) theapp^iaitzonibirpatent^tliAdaimedi^ 
discSoses ari5ammdedlD<liscAjsete]EimsDf11iepartiestot^ 
joint xeseaitb agreaiiHiit 

(3) For puiposes of paragy^ (3), flie temi "jomt 
resesrdi agreement^ means a mittm contracts grant, coope^a^ 
tive agn^injm^ enlerediido by two oriDCi^ 
tbe pgdbiTDaTieg of esqperiiuifiEital, devekpmfiotal, cr leseardi 
wrok in tbe field of the cbdmed imreflion. 

Fuittier, Applicant acknowledges the following from M.P-E.P. 706.02(1)(1), L, 8* Ed, 7* Rev, 

(July, 2008), which states the following: 

The buLxlea of establishiog Ihat sutgect matter is 
disqualifiied as prior art is placed on appUcamt once 
ttie exaimaer has established a prima fade case of 
obviousD^ based on the subject matter. For exaxople, 
the that the r^a:ien<^ and the ^hcation have the 
same assignee is not by itself sufficient evidence to 
disqualify the prior art under 35 U.S.C. 103(c)- Ttere 
must be a statement that the conmuui ownersihip was 
"at the tiioe the invendoa was xnade.^ 

Accoidingly, in summary, when an Applicant asserts a claim of 'prior art disqualification,' 

Applicant acknowledges that the following fundamentals must exist in ord^ to assert such a 

claim: 

• the applied prior art qualifies o?i/v under one or more of 35 U.S.C, §§lQ2(e), (Q 
and (g), 

• the applied prior art & appUcation must have common ownership (i.e., the same 
assignee), and 

• the applied prior art 8c appUcation must have common ownership ai the same 
time the invention was made. 
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B. Prior Art Qualifying Only Under One or More of 35 U.S.C. §§ 102(e), (f) or (g) 
Refeixing to MJP.E.P. 706.02, 8* Ed., 7* Rev. (July, 2008), AppUcant brings flie 
following to the Office's attention: 

706u02 Rjejection an Prior Art 

3S Z7.£C lOZ COfuUUons for pat&ntabStty; novelty and 
loss of righi to patent 

A pmoa fihal be cfdiflBd to apateot Tzoless — 
(a) the i&ventioiiTvras ksfimia or used by ollifirs in tfais conxn- 
tryr or patented or desaibed in a pnntcd poblica^tioii in tfaifi or a 
&reign country, before toveotieui itbeieof by tbe. spplicazit ibr 
patent, or 

Qi) xbc inveA&oa W3S> paioiied o r desciibed in a piiated pnb- 
lica&oa m ihiB or a fbreiga coontry or in public use or on sale m 

this comiuy, matt than one year pnor no its date of &e apf^cadoa 
p^tcxv in &e Ubxted Staie&. or 

(c) he has abandoned the invocation, or 

(d) i9ic invcnticni wa& ficst pateiited or caused to be patented, 
or W7» th? ^jccT of an nivatof eerdfieate, by appHcaor of 
fiis kgal r qucMcutot ives or <i«yHsn^ in ti ford^ couetfy pnor to the 
date of the applicatien for patent in dii^ country on ao appHcadoa 
&r patent or inveotor^s cc itiiSc sitc SM xnoxe "dian tiuelve moddis 
befive the filjDDg of aoplkaaion inlbe XAi^ 

(e) the mvc&tionTW desaibed in — (t) ?n a[]pIieatiozi ibr 
patoxt; publisfaed mda sectinn 122(b), by anoflier filed jA die 
United Stsites be&ce ibe xovcodon by tbe ai^ltcant ^ir patent «r 
(2) apatent grained on aa application £br patent by aoot^ 

the United States before t&e invention ^ appl2c»it ib^ 
except ^lat an mremaaozEil ^^jplicaiticn filed snider the treaty 
defined in section 3S](a) shaE have the efiects for Ibe purposes of 
ifais sid)section of an a^Sicalion filed in the United States only if 
-dlie intenB&onal appGcatzon desfgnated'die United States and^ss 
publishedl nnder Article 21(2) of such treaty in die Hngtifili lan- 
goageior 

0^ hedidnotfainiselfinvearfte snlvectniattersiKi^tobe 
patented, or 

(g)Cl}duiing &c Gonne of an interference conducted trader 
section 135 or section 291, anodier anmxtor tovohed tliescein 
estabHxhrs.totfaeeactBntpetnMttedin section 104, ttiat before ■ 
pefson's inventicm thereof the inveatsan was smde by suehoflier 
ioveantoT and not abandoned siopressed, or concealed, or ^) 
1»foie sDcfa person's tnveimon thereof the mvee^onms 
this country by anotber invexsbot wbo had not abandpqed. sop- 
pressed, or concealed ii: In deterounisg prionty of invenikin 
under tbis sidiseGtion, Ibere shall be considefed not only zbc 
lespectrve dates of conc^tion and lednction to pfatiH;c of the 
invcnlicafU but also the reasonable dili^nce of ooe "wbo was first 
to eoneem and to redoco Id practice fioni a tnne pcior to con- 
ception by die odiet 

Furflier, section VI., (D) of MJP.E.P. 706.02, 8* Ed.. 7* Rev. (July, 2008) indicates the 
following: 

4 



PAGE S12'RCVDAT8/1(»20095:49:14PM [Eastern DayGghtriine]*^:^^ 



08/10/2009 17:53 FAX 2485668311 HONIGMAN 



@]006/012 



AppUcarion No. 10/567,892 Docket Na: 2Q9546-103493 

l^ly to Office AcdcQ of June 9, 2009 

VI. < DETERMINING THE EFFECTIVE 
FILING DATE OF THE APPUCAITON 

The effective filing date of a U.S. application may 
be detemiined as follows: 

(D)If the application propeily claims benefit 
undb.^ 35 U.S.C. 119(e) to a pirovisioiial applicatxoii» 
the effective -filing date is the filing date of the provi- 
sional applicatioxb for any claijois which are fully snp- 
ported under the first paragisph of 35 U.S.C. 112 by 
flie provisional application. 

Applicant acknowledges that Donatti's date of publication is July 31, 2003. Applicant 
also acknowledges that the provisional filing date of the present application is August 14, 2003 
(i.e., Donatti's publication date precedes the present application's effective filing date by only 
about two weeks\ Accordingly, when looking to MJ.E.P. 706.02, 8* Ed., 7* Rev. (July, 2008), 
it will be appreciated that the previous, October 15, 2008 Non-Final rejection of the claims 
under 35 U.S.C. §102(b) was improper, and, as such, any rejection relying on a "more than one- 
year publication bar^ would be unsupported. Further, it appears that application of Donatti as 
prior art under one or more of 35 U.S.C. §§102(a), (c) or (d) would also be unsupported. 

Thus, in view of the above r^cnaiks, it appears that any potential to apply Donatti against 
the claims of the present invention could be done so under only one or more of 35 U.S.C. 
§§102(b), (f) or (g), with a rejection under 35 U.S.C. §§102(e) being the likely rejection due to 
the &ct that Donatdt is a published patent application. 

Hius, Applicant hereby submits that the "first prong'' of the disqualification analysis has 
been met. 

C. The Prior Art & Present Application Having Common Ownership 
Although no assignment papers have been filed heretofore in the present application. 
Applicant submits that: (a) the present application is owned by the following oonq)any, and/or 
(b) the inventor of the present application has an obligation of assignment of the present 
application to the following company: Maena International of America, Inc. . Further, alttiough 
no assignment papers were filed for Donatti, Applicant provides the following patent family data 
from the online, commercial patent search service, www.delphion. com in order to establish a 
relationship of common ownership by Magna of the present application and Donatti: 
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As seen above, one of the corresponding patent family members with Donatti (i.e., U.S. 
20030141005A1) is a published, international patient application (i.e., WO0064706A1), Shown 
below is a portion of the cover page of WO0064706A1 , which indicates that "Mama Interior 
Systems, Inc" is the assignee of record. 
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Fuithei, as seen above, there is evidence that Donatti is owned hy Magna by virtue of the fact 
that both WO0064706A1 and Donatti claim priority to the same U.S. Provisional Patent 
Application documents (i.e., serial nos. 60/130,557 and 60/132,765). 

As such, for at least the above reasons, AppUcant hereby submits that ^'Magna'* is and 
was the common owner of both the present application and Donatti. Although "Mgggg 
International of America, Inc'^ and Magna Interior Systems, Inc." are not, verbatim, the same 
spelling of the assignee, Applicant hereby submits that both names do, in fact, point to the same 
owner. If the OfiBce wishes to challenge the above claim. Applicant will provide an Affidavit in 
a subsequent communication per M.P.E.P. 706,02(1)(2), U.(C). L, 8*^ Ed., l'^ Rev. (July, 2008), 
as follows: 

application being examined. As mentioned above, 
applicant(s) may submit^ i7i addition to die above- 
mentioned statement regai'dmg common ownership, 
the fbllorwing objective evidence: 

(A) Reference to assignments recorded in the U.S. 
Patent and Trademark OflGcc in accordance with 
37 CFR Pan 3 which convey dxe entixe lights in the 
applications to the same pcr5on(s) or ot*gailizalioii(s); 

(B) Copies of unrecorded assignments which con- 
'^'cy the entute dghts in 6ie apphcatuins to the same 
person(s) or oi]g;«uzationi(&) m filed in each of the 
applications; 

(C) An a£Edavit or declaration by tihe common 
owner is filed which states that there is commoa owu- 
ersl^p and states &cts which esqilain xvhy the a£Sait 
or declarant believes there is common ownership, 

which afSd&vit or declaratioii may be signed fay an 
officidl a£ the cotporaidon or organization empowered 
to act on behalf of the coxporation or org^tnizotjon 
when the common owner is a corporation or other 
organization; and 

(D) Other evidence is submitted which establishes 
conunon ownership of the applicadoos* 

Thus, in view of the above remarks. Applicant hereby submits that the '^second prong'' of the 

disqualification analysis has been met. 
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D. Prior Art & Present Application Having Common Ownership At The Same Time The 
Invention Was Made 

In accordance with M.P.E.P, 706.020)(2), H., 8*^ Ed., 7* Rev. (July, 2008), Applicant 
notes that following: 

For example^ an attorney or agent of record 
receives an Office action for Application X in which 
all the claims are rejected under 35 U.S.C. 103(a) 
using Patent A in view of PahsntB wherein Patent A 
is only available aS prior ait under 35 U.S.C. 102(c% 
(f), and/or (g). In her response to the OfEce action, the 
attorney or agent of record for Application X states , in 
a clear and conspicuous manneE; that: 

""AfiplicatiooL X aodPatenc A weie. at the tixne tiheiavcaatioa 
of ApplkatiG(aXTra5ii)ad< owned 

This statement alone is sufficient evidence to dis- 
qaalify Patent A from, being used in a rejection under 
35 U-S.C. 103(a) against the ckiins of Application X. 

As such. Applicant hereby submits that present: 

"Application JO/567,892 andDonatti were, at the time the invention of 
Application 10/567,892 yifas made, o\med by Magna International of 
America, Inc.** 

Thus, in view of the above remarks. Applicant submits that the **thiid prong" of the 
disqualification analysis has been met 

n. Relcetions Under 35 U.S.C, S 103fa^ 

Claims 1*8 and 10-12 stand rejected as being obvious under 3S U.S.C. §103(a) over 
DonattL in view of Simmons. In light of the following remarics, die rejection is respectfully 
traversed. 

A. Disqualification of Prior Art 

In view of the remarks provided above in section I. of this paper^ Applicant hereby 
submits that Donatti is disqualified as prior art under 35 U.S.C. §103(a). For at least this reason 
alone, the present rejection of the claims is not supported. Qaims 1-8 and 10-12 are allowable 
over the prior art Withdrawal of the rejection is hereby requested. 
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B. Donatti / 35 U.S.C. §102(e) 

Because Donatti is disqualified as prior art under 35 U-S.C. §l03(a), if the Office 
chooses to apply the teachings of Donatti against tiie clauned invention alone under 35 U.S.C. 
§ 102(e), Applicant hereby reproduces, for convenience, the Examiner's remarks at page 8 of the 
present, Final Office Action: 

Donatti et aL teach dll the requined Hayers but lack the teaching of wi^l^ht 
percentages ttiat applicant desires. TNs id 9Bmedled by Simmons et a:!. 
As such, Applicant hereby submits that the Office's remarks has precJnded Donattit's teachings 
fiom being applied against the claims in order to indicate that Donatti's teachings anticipates the 
claimed invention under 35 U.S.C. §102(e). For at least the above reasons. Applicant 
pieemptively submits that a rejection of the claims under 35 U.S.C. §103(a) with Donatti^s 
teachings would be overcome. 

C. Donatti & Simmons 

Applicant has reviewed the Officers remarks in the present Action and submits that the 
Office has only added new remarks to advance prosecution on the merits at pages 8-9 of the 
present Action. At pages 8-9, the Office has attempted to support Donatti's deficimcies by 
pointing to Simmons. Applicant respectfully disagrees for tfie foregoing reasons. 

Regarding Independent Claim 1 

Applicant submits that any permissible combination of Donatti with Simmons would not 
render the claimed invention obvious. Independent claim 1 is therefore allowable. Claims 2-8 
and 10-12 depend directly or indirectly &om independent claim 1 and are also allowable. 

Refiarding Independent Claim 13 

Applicant submits that independent claim 13 was added in response to the previous, 
Non-Final Office Action. Applicant notes that although the Office has provided several pages of 
remarks at pages 2-9 of the present Action, the Office has not identified each claim individually 
by number with a column, line Or Figure number in one or more of Donatti and Simmons to 
support such a rejection. Particularly, a specific mention of a '*firgt reinforcement layer" and a 
"second reinforcement layer" arranged on each side of the core layer (see, e.g., claim 13) is 
noticeably absent in the remarks asserted by the present, Final Action. 

In view of the above remarks. Applicant hereby submits that claim 13 is allowable over 
any permissible combination of the art of record. Further, if the Office believes that a 
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pennissible combination of the art of record may support a rejection of one or more of claims 1 
and 13, Applicant hereby r^nests that the Office sets forth a rejection calling out indepemident 
claims 1 and 13 individually by name and pointing to a specific column, line or Figure number 
in the art of record in order to clearly articulaie the rationale for such a rejection, per M.P 
2143, A., 8^ Ei, 7*^ Rev. (July, 2008) and M.P.EJ?. 2141, EI., 8"^ Ed-, 7"^ Rev. (July, 2008), 
which are provided below for convenience: 

2143 >£xaiinples of< Basic Reqairements 

of a Prima Fade Case of Obvious- 

ness 

A, COTtibfning Prior Art Elements According to 
Sf immMefhaOs To Hiel^ Predictable Results 

To reject a claim based m tins xationale. Office 
perscmziel must resofve the Qraham Actual inquiries. 
Then, Office persoindQel must BitLCDlale fte £b^ 

(1) a findii^g that the pnar art includesLe acll^I&- 
nient claimeA althoi^ not necessaiity in a single 
prior ait lef^^ence, with the only difference between 
ifae daixned invention and the piior ait beii^ the lack 
of actual cod!]btnatioi& of elements in a santgle prior 
act reference; 



(en^hasis added), and 



2141 >£xaDadna:tion Gnidelines for De- 
termiBmg Olrviousuess U]ide]*< 3S 
U-S-C* 103** [R-6] 

m. RAnONALES TO SUFPOKI BEXEC- 
TIONS UNDER 35 UJS,C. 103 

Ibe key to supportins ai^ lejectLon under 35 
U.S.C. 103 is the clear articiiilalion of the ieasQn{s) 
why (be claimed inveoticHi would have been obvious. 
The Suprane Comt in KSR noted 4iat the anialysis 
supporting a rejection under 3 5 U^.C, 103 shooLd be 
maa^BOTpUdl Hie Couit quotiug^ j^Kahn^ 441 E3d 
977, 988, 78 USPQ2d 1329, 1336 CFed Cir. 2006), 
stated that '"^^lejections on obviousness cannot be 
sustained \yy mere condhisoiy statements; instead, 
tfaere must be some articulated i»aijwiwirtg wifli some 
ra^Hnnal ufldetptomng tD si^ppoft 0id legal concEusioa 

of obviousness/" KSR, 550 U.S. at , 82 USPQ2d 

at 1396. E3Eenq)laiy rationales fliat may sicppait a con- 
dusian of obviousness include: 



10 



PA{£11/12*RCVDATS/10/20I)95:49:14PM [Eastern Daylight r^^^ 



08/10/2009 17:55 FAX 2485668311 HONIGMAN 0012/012 



ApplicationNo. 10/567.892 Docket Na: 209546-103493 

Reply to Office Actka of Juxie 9, 2009 

(emphasis added). 

Jn closing. Applicant petitions the Examiner to contact the undersigned before 
maintaining a rejection so as to explore any deficiencies that may be overcome in an expedited 
and efficient manner. 

Conclusion 

Applicant believes no fee is due with this response. However, if a fee is due, please 
charge our Deposit Account No. 50-3 145, under Order No. 209546-103493 from which the 
undersigned is authorized to draw. 

Dated: Respec 





By_ 

Timothy '. _ 

Regist^tion No.: 49,048 
HOMGMAN MILLER SCHWARTZ AND 

COHNLU 
38500 Woodward Avenue 
Suite 100 

Bloomfield mUs. Michigan 48304-5048 
(248)566-8526 
Attozney for AppUcant 



OAKLAND. 1696962.1 
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